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Notice of Opposition

Notice is hereby given that the following parties oppose registration of the indicated application.

Opposers Information

Name Swiss Army Brand Ltd.

Granted to Date
of previous ex-
tension

07/08/2015

Address 7 Victoria Drive
Monroe, CT 06468-1212
UNITED STATES

Name Wenger S.A.

Granted to Date
of previous ex-
tension

07/08/2015

Address 63, Route De Bale
Ch-2800 Delemont,
SWITZERLAND

Name Victorinox AG

Granted to Date
of previous ex-
tension

07/08/2015

Address Schmiedgasse 57
Ch-6438 Ibach-Schwyz,
SWITZERLAND

Name Victorinox Swiss Army, Inc

Granted to Date
of previous ex-
tension

07/08/2015

Address 7 Victoria Drive
Monroe, CT 06468-1212
UNITED STATES

Attorney informa-
tion

David Weild, III
Locke Lord LLP
F.D.R. Station, P.O. Box 130
New York, NY 10150
UNITED STATES
trademark@lockelord.com, david.weild@lockelord.com,
straat.tenney@lockelord.com, danielle.gorman@lockelord.com
Phone:212-912-2944

Applicant Information
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Application No 86423254 Publication date 03/10/2015

Opposition Filing
Date

07/02/2015 Opposition Peri-
od Ends

07/08/2015

Applicant Swiza S.A.
Rue St-Maurice 1
2800 DelÃ©mont,
SWITZERLAND

Goods/Services Affected by Opposition

Class 018. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Trunks and traveling bags, backpacks, wal-
lets, umbrellas, walking sticks

Class 025. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Clothing, namely, gloves, jackets, sweaters,
t-shirts, shirts, trousers, shorts, socks, belts, rain wear and ponchos; footwear; hats; caps; cowls;
scarfs and headbands

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

The mark is primarily geographically descriptive Trademark Act section 2(e)(2)

The mark is primarily geographically deceptively
misdescriptive

Trademark Act section 2(e)(3)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3550510 Application Date 09/30/1999

Registration Date 12/23/2008 Foreign Priority
Date

NONE

Word Mark SWISS ARMY

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1997/07/00 First Use In Commerce: 1997/07/00
retail stores and online retail stores featuring watches, clocks, hand tools, elec-
tronics, luggage, and office products

U.S. Registration
No.

3561647 Application Date 01/19/2007

Registration Date 01/13/2009 Foreign Priority
Date

NONE

Word Mark SWISS ARMY



Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 2004/12/00 First Use In Commerce: 2004/12/00
men's and women's clothing, namely, jackets, hats, sweaters, shirts, t-shirts,
polo shirts, dress shirts, scarves, pants, shorts, coats, parkas, wind resistant-
jackets, rainwear, gloves, headwear

U.S. Registration
No.

1715093 Application Date 05/04/1990

Registration Date 09/15/1992 Foreign Priority
Date

NONE

Word Mark SWISS ARMY

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1989/02/27 First Use In Commerce: 1989/02/27
sunglasses

U.S. Registration
No.

1734665 Application Date 01/16/1990

Registration Date 11/24/1992 Foreign Priority
Date

NONE

Word Mark SWISS ARMY

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 1987/06/00 First Use In Commerce: 1987/06/00
watches

U.S. Registration
No.

2806013 Application Date 11/17/1994

Registration Date 01/20/2004 Foreign Priority
Date

NONE

Word Mark SWISS ARMY

Design Mark

Description of
Mark

NONE

Goods/Services Class 008. First use: First Use: 1958/00/00 First Use In Commerce: 1958/00/00
handtools, namely multifunction pocketknives



U.S. Registration
No.

2948137 Application Date 03/20/1992

Registration Date 05/10/2005 Foreign Priority
Date

NONE

Word Mark SWISS ARMY

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 1996/11/00 First Use In Commerce: 1996/11/00
[ Perfumes, ] colognes, skin lotions, deodorant, after shave lotion
Class 011. First use: First Use: 2003/09/00 First Use In Commerce: 2003/09/00
flashlights
Class 016. First use: First Use: 1996/07/00 First Use In Commerce: 1996/07/00
pens [ and pencils ]

U.S. Registration
No.

4006360 Application Date 01/19/2007

Registration Date 08/02/2011 Foreign Priority
Date

NONE

Word Mark SWISS ARMY

Design Mark

Description of
Mark

NONE

Goods/Services Class 021. First use: First Use: 2010/00/00 First Use In Commerce: 2010/00/00
Kitchen utensils, namely, Chopping boards for kitchen use; Wood chopping
boardsfor kitchen use; Cooking forks; Utensils for barbecues, namely, forks;
turners;Knife blocks; Spatulas; Turners ; Utensils for barbecues, namely, forks,
turners; Wood chopping blocks; Pot and pan scrapers; Bottle openers; Cork-
screws; Melonballers

U.S. Registration
No.

3769824 Application Date 08/14/2008

Registration Date 04/06/2010 Foreign Priority
Date

NONE

Word Mark SWISSGEAR



Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2004/07/31 First Use In Commerce: 2004/07/31
Computer carrying cases, camera cases, electronic travel accessories, namely,
adapters, converters, transformers and battery chargers for electronic devices
Class 016. First use: First Use: 2006/10/31 First Use In Commerce: 2006/10/31
Leather passport holders
Class 018. First use: First Use: 2003/10/18 First Use In Commerce: 2003/10/18
All-purpose dry carrying bags, luggage,backpacks, daypacks, duffel bags; utility
bags, namely, carry-all bags; shoulder bags; casual carry-all bags, and casual
tote bags; briefcases; non-motorized wheeled packs, namely, back packs and
sport packs; travel bags, small personal leather goods, namely, wallets, and
shaving bags sold empty, umbrellas and name and calling card cases, cosmetic
cases sold empty, toiletry cases sold empty, luggage tags, waistpacks; bags
worn on the body, namely, fanny packs; business cases, all-purpose personal
care toiletry bags sold empty, small personal leather goods, namely, billfolds,
credit card cases, neck and necklace wallets
Class 020. First use: First Use: 2003/12/31 First Use In Commerce: 2003/12/31
Sleeping and nap mats, sleeping bags, air mattresses for use when camping, in-
flatable mattresses for use when camping, folding furniture, cots and neck pil-
lows; leather airline ticket holders
Class 022. First use: First Use: 2003/12/31 First Use In Commerce: 2003/12/31
Tents, screen houses in the nature of atent, gazebo-like shelters in the nature of
a tent

U.S. Registration
No.

4230244 Application Date 08/14/2008

Registration Date 10/23/2012 Foreign Priority
Date

NONE

Word Mark SWISSGEAR

Design Mark

Description of
Mark

NONE



Goods/Services Class 025. First use: First Use: 2011/09/25 First Use In Commerce: 2011/09/25
Clothing, namely, footwear, shoes, boots, hats, socks, hosiery, headwear

U.S. Registration
No.

3291272 Application Date 11/29/2002

Registration Date 09/11/2007 Foreign Priority
Date

NONE

Word Mark SWISSGEAR

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2004/07/00 First Use In Commerce: 2004/07/00
Computer carrying cases, camera cases, electronic travel accessories, namely,
adapters, converters, transformers and battery chargers for electronic devices
Class 011. First use: First Use: 2003/00/00 First Use In Commerce: 2003/00/00
Appliances, namely, battery operated lights for camping
Class 016. First use: First Use: 2006/10/00 First Use In Commerce: 2006/10/00
leather passport holders
Class 018. First use: First Use: 2003/10/18 First Use In Commerce: 2003/10/18
All-purpose dry bags, luggage, backpacks, daypacks, duffel bags, utility bags,
shoulder bags, casual bags, briefcases, [ non-motorized wheeled packs, ] cos-
metic cases sold empty and toiletry cases sold empty, travel bags, small person-
al leather goods, namely, wallets, and shaving bags sold empty, umbrellas and
name and calling card cases, cosmetic cases sold empty, toiletry cases sold
empty, luggage tags, waistpacks, bags worn on the body, business cases, travel
bags, all-purpose personal care bags, small personalleather goods, namely, bill-
folds, credit card cases, neck and necklace wallets
Class 020. First use: First Use: 2003/00/00 First Use In Commerce: 2003/00/00
Sleeping and nap mats, sleeping bags, air mattresses for use when camping, in-
flatable mattresses for use when camping, folding furniture, cots and neck pil-
lows; leather airline ticket holders
Class 021. First use: First Use: 2006/10/00 First Use In Commerce: 2006/10/00
[ Portable coolers and portable insulated cooler bags ]
Class 022. First use: First Use: 2003/00/00 First Use In Commerce: 2003/00/00
Tents, screen houses in the nature of atent, gazebo-like shelters in the nature of
a tent
Class 025. First use: First Use: 2006/10/00 First Use In Commerce: 2006/10/00



Clothing, namely, security money belts
Class 028. First use: First Use: 2003/00/00 First Use In Commerce: 2003/00/00
Air mattresses for recreational and home use, inflatable mattresses for recre-
ational and home use

U.S. Registration
No.

2348903 Application Date 11/15/1996

Registration Date 05/09/2000 Foreign Priority
Date

NONE

Word Mark SWISSLITE

Design Mark

Description of
Mark

NONE

Goods/Services Class 008. First use: First Use: 1996/10/00 First Use In Commerce: 1996/10/00
multiple function hand operated pocket knife tools

U.S. Registration
No.

2362526 Application Date 10/08/1996

Registration Date 06/27/2000 Foreign Priority
Date

NONE

Word Mark SWISSCARD

Design Mark

Description of
Mark

NONE

Goods/Services Class 008. First use: First Use: 1997/01/00 First Use In Commerce: 1997/01/00
multiple function pocket size instruments consisting of various implements,
namely, nail file with screwdriver tip, toothpick, straight pin, tweezer, pen, ruler,
knife blade and scissors

U.S. Registration
No.

3291266 Application Date 09/10/2002

Registration Date 09/11/2007 Foreign Priority
Date

NONE

Word Mark SWISS GEAR BY WENGER



Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2004/07/00 First Use In Commerce: 2004/07/00
Computer carrying cases
Class 011. First use: First Use: 2006/00/00 First Use In Commerce: 2006/00/00
[ Appliances, namely, battery operated lights for camping ]
Class 016. First use: First Use: 2006/10/00 First Use In Commerce: 2006/10/00
Leather passport holders
Class 018. First use: First Use: 2003/10/18 First Use In Commerce: 2003/10/18
All-purpose dry bags, luggage, backpacks, daypacks, duffel bags, utility bags,
shoulder bags, casual bags, briefcases, [ non-motorized wheeled packs, ] cos-
metic cases sold empty and toiletry cases sold empty, travel bags, small person-
al leather goods, namely, wallets, shaving bags sold empty
Class 020. First use: First Use: 2006/10/00 First Use In Commerce: 2006/10/00
Sleeping and nap mats, sleeping bags, air mattresses for use when camping, in-
flatable mattresses for use when camping, cots, leather airline ticket holders
Class 021. First use: First Use: 2006/10/00 First Use In Commerce: 2006/10/00
[ Portable coolers and portable insulated cooler bags ]
Class 022. First use: First Use: 2006/00/00 First Use In Commerce: 2006/00/00
Tents, screen houses in the nature of atent, gazebo-like shelters in the nature of
a tent
Class 028. First use: First Use: 2006/00/00 First Use In Commerce: 2006/00/00
Air mattresses for recreational and home use, inflatable mattresses for recre-
ational and home use
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /David Weild III/

Name David Weild, III

Date 07/02/2015
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
Swiss Army Brand Ltd.,  
Wenger S.A., 
Victorinox AG, 
Victorinox Swiss Army, Inc. 

Opposers, 
 

-v- 
 

Swiza S.A., 
 

Applicant. 
 

 
Opposition No. 
 
Serial No. 
Published 

: 
 
: 
: 

____________ 
 
86/423,254 
March 10, 2015 

Trademark : SWIZA (Stylized) 

NOTICE OF OPPOSITION 

 Swiss Army Brand Ltd., a Delaware corporation having an address at 7 Victoria Drive, 

Monroe, Connecticut 06468, United States; Wenger S.A., a Switzerland corporation, having an 

address at Route de Bale 63, Delémont CH-2800, Switzerland; Victorinox AG, a Switzerland 

corporation, having an address at Schmiedgasse 57, CH-6438, Ibach-Schwyz, Switzerland; and 

Victorinox Swiss Army, Inc., a Delaware corporation having an address at 7 Victoria Drive, 

Monroe, Connecticut 06468, United States (collectively, “Opposers”), believe that they will be 

damaged by registration of Application Serial No. 86/423,254 for the mark SWIZA (stylized) in 

International Classes 18 and 25 (“Applicant’s Mark”), filed by Swiza S.A. (“Applicant”) and  

published in the Official Gazette on March 10, 2015, and therefore hereby oppose its registration 

in International Classes 18 and 25. 

As grounds for this Opposition, Opposers rely upon common law and registered rights 

developed by them in Swiss Formative Trademarks, as defined in paragraph 6 below, and allege 

on knowledge as to themselves and otherwise upon information and belief, as follows: 
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Opposers’ Marks and Bases for Opposition 

1. Victorinox AG is the common parent corporation of Victorinox Swiss Army, Inc. 

(“VSAI”), a Delaware corporation, and Wenger S.A., a Switzerland corporation.  Victorinox AG 

is organized and exists under the laws of Switzerland. 

2. Swiss Army Brand Ltd. is a subsidiary of VSAI. 

3. VSAI and its related companies and licensees manufacture and sell various 

products bearing its Swiss Formative Trademarks. 

4. Opposers trace their origins back to 1897 in Switzerland, when Karl Elsener 

began producing and selling a multifunction pocketknife.  Mr. Elsener’s company, Victorinox, 

first sold its red-handled multifunction pocket knives in the United States in 1936.  These knives 

have since come to be known as the iconic Swiss Army Knife, which today as always before is 

manufactured by Opposers in Switzerland, and distributed in the United States exclusively by 

Opposers.  Opposers have sold over one hundred million Swiss Army Knives in the United 

States, with a retail value that surpasses one billion dollars. 

5. Opposers have expanded their business to include additional product lines.  

Today, Opposers offer not only multifunction pocketknives and cutlery, but also watches, 

fragrances, luggage and travel gear, and clothing.  In 2001, Opposers opened their first retail 

store in New York City, offering its branded goods from all product categories. 

6. Opposers own many United States trademark registrations of their Swiss 

Formative Trademarks, including, but not limited to, U.S. Trademark Registration No. 3,561,647 

for SWISS ARMY (Class 25); U.S. Trademark Registration No. 4,230,244 for SWISSGEAR 

(Class 25); and U.S. Trademark Registration No. 3,769,824 for SWISSGEAR (Class 18).  A 
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representative list of Opposers’ SWISS-formative trademark registrations (collectively, “the 

Swiss Formative Trademarks”) is attached as Exhibit 1.  Copies of the relevant registrations and 

United States Patent and Trademark Office database print-outs reflecting the current status and 

title of each of the Swiss Formative Trademarks are attached as Exhibit 2.  The said registrations 

are hereby made of record under Trademark Rule 2.122(d). 

7. Prior to Applicant’s filing of its application, Opposers had obtained registration of 

each of its Swiss Formative Trademarks.  The said registrations are valid and subsisting, 

unrevoked and uncancelled, and are prima facie evidence of the validity of Opposers’ exclusive 

rights to use the marks in commerce in connection with the goods described in the registrations, 

and constitute constructive notice of Opposers’ ownership of the marks for the goods described 

in the registrations, as provided by Sections 7(b), 15, and 22 of the Lanham Act, 15 U.S.C. §§ 

1057(b), 1065, 1072.   

8. Opposers have expended substantial time, effort and financial resources in 

advertising and promoting their goods under their Swiss Formative Trademarks.  As a result of 

such advertising and promotional activities, the said marks have become well-known, the 

relevant public has come to associate and identify them with Opposers, and Opposers derive 

substantial financial benefit and goodwill from such identification by consumers. 

Applicant’s Mark 

9. Upon information and belief, Applicant is a corporation organized and existing 

under the laws of Switzerland, having an address at Rue St-Maurice 1, 2800 Delémont, 

Switzerland. 
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10. Upon information and belief, Applicant’s licensee is Switz Licensing SA, a 

corporation organized and existing under the laws of Switzerland, and the owner of several 

trademark applications referencing SWISS including U.S. Serial Nos. 86/502,401; 86/193,654; 

and 86/125,793 for SWISSONE, which cover categories of goods that are identical or closely 

related to those on which Opposers have long used their Swiss Formative Trademarks. 

11. On October 14, 2014, Applicant filed Trademark Application Serial Number 

86/423,254 for the mark SWIZA under Section 1(b) of the Lanham Act, covering the following 

goods: 

International Class 18: Trunks and traveling bags, backpacks, wallets, umbrellas, 
walking sticks 

International Class 25: Clothing, namely, gloves, jackets, sweaters, t-shirts, shirts, 
trousers, shorts, socks, belts, rain wear and ponchos; footwear; hats; caps; cowls; 
scarfs and headbands 
 
12. Opposers oppose registration of Applicant’s Mark for those goods 

specified by Applicant in International Classes 18 and 25 (“Applicant’s Goods”). 

 
Count I: Likelihood of Confusion 

13. Opposers hereby incorporate by reference the allegations in Paragraphs 1 through 

12 hereof as if fully set forth herein. 

14. Opposers’ rights in its Swiss Formative Trademarks are prior to and superior to 

any rights that Applicant may claim in SWIZA, in any form or style. 

15. Applicant’s SWIZA mark is similar in sight, sound, meaning, and overall 

commercial impression to the Swiss Formative Trademarks, and additionally suggests an 

association with Opposers. 
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16. Applicant intends to use the SWIZA mark on categories of goods that are 

identical or closely related to those on which Opposers use their Swiss Formative Trademarks. 

17. Use and registration of Applicant’s SWIZA mark in connection with the specified 

goods is likely to cause consumer confusion, mistake, or to deceive the public into believing that 

Applicant’s Goods are somehow affiliated or associated with, connected to or sponsored by 

Opposers, in violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d). 

18. Opposers will be damaged by the registration of Applicant's Mark by reason of 

the foregoing, and because such registration will support and assist Applicant in causing 

confusion and in misleading consumers by providing a color of exclusive statutory rights in 

Applicant in violation and in derogation of Opposers’ prior and superior rights in its Swiss 

Formative Trademarks. 

Count II: Primarily Geographically Descriptive 

19. Opposers hereby incorporate by reference the allegations of Paragraphs 1 through 

18 hereof as if fully set forth herein. 

20. Applicant’s Mark is primarily geographically descriptive.  The term SWIZA is 

aurally identical to the Spanish word for Switzerland, namely, SUIZA. 

21. Spanish is a common, modern language that is spoken or understood by an 

appreciable number of U.S. consumers who also speak or understand English.  Thus, Applicant’s 

Mark is primarily geographically descriptive with respect to Applicant’s Goods. 

22. Upon information and belief, Applicant is a company located in Switzerland. 

23. Upon information and belief, Applicant’s licensee for Applicant’s Goods in 

Classes 18 and 25 is a company located in Switzerland. 

24. Upon information and belief, Applicant’s Goods originate from Switzerland. 



 
AM 51310083.2  

6 

25. Upon information and belief, the consuming public will likely believe that 

Applicant’s Goods originate in the geographic place named by the SWIZA mark, a belief 

reinforced by the fact that Applicant is domiciled in Switzerland.  

26. Applicant’s Mark SWIZA, when used on or in connection with Applicant’s 

Goods, is geographically descriptive as defined in Section 2 of the Federal Trademark Act, 15 

U.S.C. §1052(e)(2) and should properly be refused registration. 

Count III: Geographically Deceptively Misdescriptive 

27. Opposer hereby incorporates by reference the allegations of Paragraphs 1 through 

26 hereof as if fully set forth herein. 

28. SWIZA, when used on or in connection with the goods of Applicant, is primarily 

geographical and deceptively misdescriptive of them. 

29. Upon information and belief, Applicant’s Goods do not originate from 

Switzerland.   

30. Upon information and belief, Applicant’s Mark is likely to deceive the purchasing 

public as to the geographic source or affiliation of the goods bearing the mark. 

31. Applicant’s Mark SWIZA is geographically deceptive and misdescriptive as 

defined in Section 2 of the Federal Trademark Act, 15 U.S.C. §1052(e)(3) and should properly 

be refused registration. 
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WHEREFORE, Opposers pray that this Opposition be sustained and that the application 

for registration for Applicant’s SWIZA mark be in all respects denied. 

Respectfully submitted, 

SWISS ARMY BRAND LTD. 
WENGER S.A. 
VICTORINOX AG 
VICTORINOX SWISS ARMY, INC. 

 

Dated:   July 2, 2015 By: /David Weild III/ 
  David Weild III 

H. Straat Tenney 
Danielle E. Gorman 
 
Locke Lord LLP 
750 Lexington Avenue 
New York, NY 10022 
 
Attorneys for Opposers 
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CERTIFICATE OF SERVICE 
 
  

I hereby certify that I am over the age of 18 years, not a party to this action, and that on 

the 2nd day of July, 2015, I caused to be served a true and correct copy of the foregoing 

NOTICE OF OPPOSITION by first-class mail and electronic mail to the following attorney for 

the Applicant: 

BASSAM N. IBRAHIM 
BUCHANAN INGERSOLL & ROONEY, PC 
PO BOX 1404 
ALEXANDRIA, VIRGINIA 22313-1404 
UNITED STATES 
 
bassam.ibrahim@bipc.com 
 

 

I further certify under penalty of perjury that the foregoing is true and correct. 

 
Dated: New York, NY By: /Danielle E. Gorman/ 
            July 2, 2015  Danielle E. Gorman 

 
 

 






























































































































